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DETAILED ACTION 



Acknowledgements 



1. 



Claims 1-23 have been canceled by the Applicants. 



2. 



Claims 24-42 are pending and have been examined. 



Priority 



3. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 1 19(e) as 
follows: 

4. The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior apphcation (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

5. The disclosure of the prior-filed application, U.S. Application No. 60/416488, fails to 
provide adequate support in the manner provided by the first paragraph of 35 U.S.C. § 112 for 
one or more claims of this application. The application does not show the simultaneous storage 
of the pre-approved limit and balance on the IC card. This is claimed in every claim of the 
instant application. Therefore, priority is not given to the provisional date. 
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6. Applicants reference MasterCard Chip - Business Functional Requirements for M/Chip 
Pre-Authorized, MasterCard® Chip-Personalization Data Specializations for Debit and Credit, 
and Pre Authorized Debit - Product Plan to show support for this limitation. However, the 
support has to come from the original disclosure; namely the description, drawings, and claims. 
As these documents are not part of any of these, the fact that these documents show the feature is 
not relevant to the priority claim. Moreover, upon review of the priority application file, the 
Examiner has been unable to locate these documents. 

Specification 

7. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

a. "version 2.1 of the MasterCard Chip card specifications" in claims 33 and 40. 

Claim Objections 

8. Claims 33-35 and 40-42 are objected to under 37 C.F.R. § 1 .75(c), as being of improper 

dependent form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. 

b. These claims require the device to be compatible with version 2. 1 of the 
MasterCard Chip card specifications. As there is no disclosure about the version 
indicated, and there is no indication that it is also compatible with the EMV '96 or EMV 
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2000 specifications, the Examiner must interpret these specifications to be mutually 
exclusive. Therefore, a device could infiinge the dependent claims (33 or 40) without 
infringing the independent claims (24 and 37). 



Claim Rejections - 35 USC § 112 l" Paragraph 

9. The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written tlcsci iptit)n tjl'thc invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

10. Claims 33-35 and 40-42 are rejected under 35 U.S.C. §112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 

claimed invention. 

1 1 . Applicants claim that the integrated circuit device is "compatible with version 2. 1 of the 
MasterCard Chip card specifications," in claims 33 and 40. However, there is no indication of a 
version 2.1 of the MasterCard Chip card specification in the original disclosure. 



Claim Rejections - 35 USC § 112 2"'' Paragraph 
12. The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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1 3 . Claims 24-42 are rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

c. Claims 24 and 37 recite that the card is "compliant with at least one of the EMV 
'96 integrated circuit card and the EMV 2000 integrated circuit card specifications." 
However, these specifications are not incorporated by reference, and cannot be, according 
to MPEP 608.0 l(p), and the details are not provided in the original disclosure. Therefore, 
one of ordinary skill in the art would not have a basis to delineate the metes and bounds 
of the limitation upon reading the disclosure. However, if Applicants admit that "a card 
being compliant with either EMV '96 integrated circuit card or the EMV 2000 integrated 
circuit card specifications" is old and well known in the art, and provide appropriate 
evidence in support thereof, this rejection will be withdrawn. 

d. Where applicant acts as his or her own lexicographer to specifically define a term 
of a claim contrary to its ordinary meaning, the written description must clearly redefine 
the claim term and set forth the uncontmion definition so as to put one reasonably skilled 
in the art on notice that the applicant intended to so redefine that claim term. Process 
Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). The term "prepayment" in claim 26 is used by the claim to mean "when the 
withdrawal fi-om the funding account occurs after the credit to the integrated circuit 
device", while the accepted meaning is "when the withdrawal from the fiinding account 
occurs before the credit to the integrated circuit device." The term is indefinite because 
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the specification does not clearly redefine the term. For purposes of examination, the 
Examiner has interpreted this to be a credit instrument. 

e. Claim 27 recites that "subtracting said first prepayment amount fi-om said account 
occurs at the same time as said altering at least one of said pre- authorized balance and 
said pre-authorized limit stored on said integrated circuit device." However, one of 
ordinary skill in the art would recognize that this is not truly possible, because the 
terminal is clearly executing a sequence of commands on a processor. In that sequence of 
commands, one action must precede the other. For purposes of examination, the 
Examiner has interpreted this limitation as being "nearly the same time." 
f Claims 33 and 40 recite, that the integrated circuit device is "compatible with 
version 2.1 of the MasterCard Chip card specifications." However, there is no indication 
in the claims or disclosure as to what is needed to be compatible with this specification. 
Moreover, Applicants indicated "that the use of the EMV or MasterCard trademarks in 
some of the newly added claims does not render those claims indefinite, as the claims 
clearly identify the version of the published specifications at issue in each instance 
(which specifications are published at <http://www.emvco.com>), and a person of 
ordinary skill in the art would clearly understand the metes and bounds of the claimed 
invention in light of the claim language." The Examiner has reviewed the website 
indicated and cannot find a specification for MasterCard Chip version 2. 1 . Without 
seeing this version of the specification one of ordinary skill in the art would not be able to 
determine what has to exist to be compatible with this specification. 
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Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S. C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the dirrci cnccs bciw eenthe subject matter sought to be patented and the prior art are 
such that the subject matter as a whole w duIcI have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 5 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. § 103(c) 
and potential 35 U.S.C. § 102(e), (f) or (g) prior art under 35 U.S.C. § 103(a). 

16. Claims 24 rejected under 35 U.S.C. § 103(a) as being unpatentable over FreedomPay.com 
and Rudd et al. (Emerging Electronic Methods for Making Payments) ("Rudd") further in view 
of either EMV '96 or EMV 2000. 

17. FreedomPay.com shows the keeping of the balance, limit, and performing of transaction 
calculations for a prepaid financial system in association with a contactless smart card like 
dongle. While not clearly stated, the Examiner believes the dongle merely provides 
authentication and the value maintenance and transaction processing occur on the closed network 
other than when value needs to be added from an account or credit line. Rudd teaches that the 
functionality of the closed network ofFreedomPay.com can be incorporated into a smart card 
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with a processor. EMV '96 is relied upon to teach the specifics of a particular smart card to be 
used in place of the generalized smart card taught by Rudd. 

18. As to claims 24 and 33-35, FreedomPay . com shows : 

A method for conducting a financial transaction using an integrated circuit device 

compliant with at least one of the EMV '96 integrated circuit card and the EMV 
2000 integrated circuit card specifications, said device issued by a device issuer, 
associated with a fiinding account having an account identifier, and capable of 
conducting off-line and on-line transactions with a payment card network, 
comprising: 

(a) storing a pre-authorized balance (Debit column on page 2) , said balance representing 

the value of transactions conducted with said device without on-line 
communication with said payment network for authorization of said transaction 
(Debit colimm is a listing of the values of the transactions performed at a point of 
sale without leaving the closed network); 

(b) providing a pre-authorized limit (Credit column on page 2); 

(c) distributing said device (tag) to at least one person (You) associated with said account 

(private member ID, Page 6, heading "3. Making Purchases," paragraph 3) for 
conducting said transaction (Page 6, heading "3. Making Purchases," paragraph 

2); 

(d) determining to permit said financial transaction without first requesting on-line 

communication with said payment network for authorization of said transaction. 
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when the transaction amount of said transaction is less than said pre-authorized 
limit less said pre-authorized balance, and adding said transaction amount of said 
transaction to said pre-authorized balance (Page 6, heading "2. Quick Sign Up 
Process," last sentence; they are inherently performing the claimed calculation to 
arrive at the maximum value shown in the Balance column of page 2); 

(e) determining to request on-line communication with said payment network (Visa, 

MasterCard, or American Express) before permitting said financial transaction 
when said transaction amount of said transaction is greater than said pre- 
authorized limit less said pre-authorized balance (Page 6, heading "2. Quick Sign 
Up Process," last sentence); 

(f) subtracting a first prepayment amount fi-om said fimding account (inherent to proper 

record keeping with a credit card account) and altering at least one of said pre- 
authorized balance and said pre-authorized limit such that the difference between 
said pre-authorized balance and said pre-authorized limit increases by a second 
prepayment amount, said second prepayment amount based on said first 
prepayment amount, in response to satisfaction of at least one prepayment criteria 
(page 2, balance is increased as a new credit is added from the fiinding account); 
19. FreedomPay.com does not expressly show: 

(g) configuring said integrated circuit device to perform said transaction in an existing 

point of sale integrated circuit card reader compliant with at least one of the EMV 
'96 integrated circuit card and the EMV 2000 integrated circuit card 
specifications; or 
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the above mentioned storage and calculations are performed on the integrated circuit 
card. 

20. However, Rudd shows that the use of a computer chip card in stored- value applications is 
preferred (Page viii. Stored- Value Cards, paragraphs 1-3). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have modified the 
teachings ofFreedomPay.com to replace the tag and closed network with a smart card because it 
provides greater security through the use of encryption (Rudd, page viii, Stored-Value Cards, 
paragraphs 2-3) 

21 . The FreedomPay.com/Rudd combination does not expressly show compliance with EMV 
'96 or EMV 2000 specifications. However, these are published specifications and as noted by 
Applicants, "a person of ordinary skill in the art would understand the metes and bounds" 
(Remarks, page 9, partial paragraph). Clearly they teach compliance with themselves. Therefore, 
it would have been obvious to one of ordinary skill in the art at the time of the invention to have 
further modified the teachings ofFreedomPay.com to use a smart card that is compliant with 
EMV '96 because it "ensure[s] correct operation and interoperability" (EMV '96, page ix, 
heading "1. Scope," paragraph 1) and it was designed to be understood by "a target audience that 
includes manufacturers of ICCs and terminals, system designers in payment systems, and 
financial institution staff responsible for implementing financial applications in ICCs" (EMV 
'96, page x, paragraph 3). 

22. As to claims 37 and 40-42, the memory, processor, and interface claimed are required by 
the EMV '96 or EMV 2000 specifications and the remaining limitations are in regards to the 
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implementation of the method described in claims 24 and 30-32. Therefore, claim 37 is rejected 
under the same basis. 



23 . As to claim 25 , FreedomPay.com further shows : 

said subtracting said first prepayment amount from said account occurs before said 

altering at least one of said pre-authorized balance and said pre-authorized limit 
stored on said integrated circuit device (if not performed in this manner, it would 
not be prepayment, it would be extending a line of credit). 



24. As to claim 26, FreedomPay.com further shows: 

said subtracting said first prepayment amount from said account occurs after said altering 
at least one of said pre-authorized balance and said pre-authorized limit stored on 
said integrated circuit device (As noted in the 35 USC 112 2"'' paragraph rejection 
above, this has been interpreted to be a credit instrument. The system taught by 
FreedomPay.com is an alternative to credit card (Page 9, heading "How does 
FreedomPay work?" first sentence) and therefore, FreedomPay.com also enables 
a credit instrument for the payment. 



25. As to claim 27, FreedomPay.com fiirther shows: 

said subtracting said first prepayment amount from said account occurs at the same time 
as said altering at least one of said pre- authorized balance and said pre-authorized 
limit stored on said integrated circuit device (As noted in the 35 USC 1 12 2°'' 
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Paragraph rejection above, this is read as being nearly the same time. The credit 
card, funding account, is charged when the FreedomPay account is replenished 
(Page 10, heading "When is my credit card charged?") This is also interpreted to 
be nearly the same time by the Examiner.) . 



26. As to claim 28, FreedomPay.com fiirther shows: 

said at least one prepayment criteria comprises receiving a prepayment request from a 
cardholder associated with said account (deposit, Page 9, heading "How Does 
FreedomPay Work"). 



27. As to claim 29, FreedomPay.com ftirther shows: 

said at least one prepayment criteria fiirther comprises having a balance in said account 
greater than or equal to said prepayment amount (Page 6, heading "2. Quick Sign 
Up Process," last sentence). 



28. As to claim 30, FreedomPay.com fiirther shows: 

said at least one prepayment criteria comprises receiving an on-line communication over 
said payment network for authorization of said transaction when said transaction 
amount of said transaction is greater than said pre- authorized limit less said pre- 
authorized balance (automatically replenish. Page 9, heading "How Does 
FreedomPay Work"). 
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29. As to claims 3 1 and 38, FreedomPay.com further shows: 

said second prepayment amount is equal to said pre-authorized balance (this is the case 
when you refill the card back to the initial loaded state.) . 

30. As to claims 32 and 39, FreedomPay.com further shows: 

said first prepayment amount is equal to said second prepayment amount (You get the 
same value added to the prepaid card as what was taken out of the funding 
account. Essentially, there is no fee associated with it. Page 9, heading "Does a 
FreedomPay membership cost me anything?"). 

31. As to claim 36, FreedomPay.com further shows: 

said at least one prepayment criteria includes making a determination that the difference 
between said pre-authorized limit and said pre-authorized balance has fallen 
below a predetermined threshold (Page 2, Auto Replenish Transactions occur 
when the difference is less than $10). 

32. Although the Examiner has relied upon EMV '96 for the above rejections, it is noted that 
the EMV 2000 specification could altematively be relied upon to reject these claims, and would 
be obvious for similar reasons. 
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Response to Arguments 

33. Applicant's arguments filed 15 February 2008 have been fully considered but they are not 
persuasive. 

34. Applicant's arguments with respect to the prior art's application to claims 24-42 have 
been considered but are moot in view of the new ground(s) of rejection. 

35. Applicant's arguments with respect to the priority and the 35 USC 112 2"'^ paragraph 
rejection have been addressed above in the appropriate sections. 

Conclusion 

36. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Although these references are only noted for one purpose, the Examiner considers 
them to be relevant in their entirety and makes them as part of the record in that manner. 

37. "Cash Just Isn't Flexible Enough" shows that the need for a pre-paid card for small 
transactions was recognized in 1995. 

38. The Bank Credit Card Business gives insight into the knowledge of one of ordinary skill 
in the art in 1996, as it was written and published by the American Bankers Association. 

39. Bragg (Accounting Best Practices) shows the proper way to maintain records of credits 

and debits. 

40. EMV '96 Integrated Circuit Card Terminal Specification for Payment Systems shows the 
corresponding terminal for one of the cards claimed. 

41 . EMV 2000 Integrated Circuit Card Specification for Payment Systems shows the 
alternate embodiment as discussed above. 
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42. Vizcaino (US 5,3 17,636) has been included as additional support for the security 
motivation above. 

43. McGee (US 7,328,191) and Ramaswamy (US 6,954,793) have been included to show the 
state of the art around the time of filing. 

44. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

45. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

46. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA MURDOUGH whose telephone number is (571)270- 
3270. The examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 

47. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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48. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



J. M. 

Examiner, Art Unit 3621 

/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



